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nF.TAIT.ED ACTION 



Flpctinn/Restriction 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 57-72, drawn to modified pigment and ink composition, classified in class 
523, subclass 160. 

II. Claims 73-78, drawn to printing plate and method of imaging printing plate, 
classified in class 101, subclass 453. 



2. The inventions are distinct, each from the other because: 

Inventions I and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case, the 
different inventions have different functions, effects, and modes of operation. The invention of 
group 1 is drawn to a modified pigment and ink composition while the invention of group II is 
drawn to a printing plate and method of imaging printing plate. The inventions have different 
functions and effects because the modified pigment is a product used as a colorant in order to 
produce a colored composition and the ink is a colored composition used as a coating to produce 
a written or printed image, while printing plate is a device used to transfer ink to substrate. The 
inventions have different modes of operation because the pigment is a component mixed in any 
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type of composition, i.e. ink, paint, adhesive, etc. and the ink is utilized in a pen, marker, ink jet 
ink, gravure printing apparatus, etc, while printing plate transfers ink from ink fountain to plate 
to substrate. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and/or have acquired a separate 
status in the art because of their recognized divergent subject matter, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Michelle Lando on 9/10/01 a provisional election 
was made with traverse to prosecute the invention of Group I, claims 57-72. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 73-78 are 
withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a 
non-elected invention. 

5 . Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1 .17(i). 
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Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



7. Claims 57-72 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

(a) Claims 57 and 65 each recite "wherein "polymer" represents repeating monomer 
groups or multiple monomer groups or both". The scope of the claim is confusing because it is 
not clear what is meant by polymer "represents" repeating monomer groups. Polymers are 
obtained from or polymerized from monomers so it is not clear how a polymer is represented by 
monomers. Clarification is requested. 

(b) As seen in (a) above, claims 57 and 65, as well as claims 68 and 69, each recite 
"polymer" wherein polymer is in quotes. The scope of the claims is confusing because it is not 
clear what is encompassed by this terminology and why the recitation is in quotes. Clarification 
is requested. 

(c) Claim 69 recites "wherein said "polymer" is a polyolefin group, a polycarbonate 
group...". The scope of the claim is confusing because it is not clear how the polymer is a 
polyolefin "group". Does the polymer comprise an olefin group? Further, it is not clear exactly 
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how this claim differs from claim 68 which recites "wherein said "polymer" is a polyamide, a 
polycarbonate...". Clarification is requested. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

9. Claims 57-59 and 62-72 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tsang et al. (U.S. 6,150,433). 

Tsang et al. disclose a modified pigment product comprising a pigment having attached at 
least one aromatic or alkyl group, i.e. presently claimed X, which itself is substituted with a 
polymer such as poly(meth) acrylic acid, polystyrene, and polyalkyl (meth)acrylate wherein the 
alkyl (meth)acrylates from which the polymer is obtained possesses an alkyl group, i.e. presently 
claimed X\ Further, there is also attached to the pigment another chemical group which 
comprises a carboxylic group or sulfonate group such as carboxyphenyl or sulfophenyl group. 
There is also disclosed an ink jet ink which comprises the above pigment (col. 3, lines 17-28 and 
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49-62, col.4, lines 1-5 and 38-64, col. 5, lines 9-23, col.6, lines 1-10, col.9, lines 55-coM0, line 
30, and col. 13, 24-26). 

In light of the above, it is clear that Tsang et al. anticipates the present claims. 

10. Claims 57-59 and 62-72 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Moffatt et al.(U.S. 6,221,932). 

Moffatt et al. disclose a modified pigment product comprising a pigment having attached 
at least one aromatic or alkyl group, i.e. presently claimed X, which itself is substituted with a 
polymer such polyvinyl alcohol and monoalkyl ether of polyethylene glycol or 
poly(hydroxyalkyl) methacrylate either of which possess an alkyl group, i.e. presently claimed 
X'. Further, there is also attached to the pigment another chemical group which comprises a 
carboxylic group or sulfonate group such as carboxyphenyl or sulfophenyl group. There is also 
disclosed an ink jet ink which comprises the above pigment (col.2, lines 8-16, col.3, line 35- 
col.4, line 6, col.4, line 30-col.5, line 56, and col.7, lines 52-55). 

In light of the above, it is clear that Moffatt et al. anticipates the present claims. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 



12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 



nonobviousness. 



13. Claims 60-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tsang et al. 
(U.S. 6,150,433) or Moffatt et al. (U.S. 6,221,932) either of which in view of Belmont (U.S. 
5,672,198). 
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The disclosures with respect to Tsang et al. or Moffatt et al. in paragraphs 9 and 10 
respectively are incorporated here by reference. 

The difference between either Tsang et al. or Moffatt et al. and the present claimed 
invention is the requirement in the claims of alkyl or aromatic group (X) which is substituted 
with functional group. 

Belmont, which is drawn to ink jet ink, disclose the use of pigments which have attached 
alkyl or aromatic groups which are substituted with functional group such as carboxylic or 
sulfonate group wherein the motivation for using such groups is to produce a pigment with good 
dispersion stability and an ink with good print quality and optical density (col.2, lines 60-67, 
col.4, lines 10-31, and col. 5, lines 1-15). 

In light of the motivation for using substituted alkyl or aromatic groups on pigments 
disclosed by Belmont as described above, it therefore would have been obvious to one of 
ordinary skill in the art to use such substituted groups on the pigment of either Tsang et al. or 
Moffatt et al. in order to produce a pigment with good dispersion stability and an ink with good 
print quality and optical density, and thereby arrive at the claimed invention. 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Lin (U.S. 5,281,261) disclose a polymer which is attached to a pigment, however, there is 
no disclosure of an attached alkyl or aromatic group as presently claimed. 
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Ikeda et al. (U.S. 5,952,429) disclose a pigment to which is attached functional groups to 
which is attached the reactive group of a polymer, however, there is no disclosure of an attached 
alkyl or aromatic group as presently claimed. 



1 5. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Callie Shosho whose telephone number is (703) 305-0208.The examiner 
can normally be reached on Mondays-Thursdays from 7:00 am to 4:30 am. The examiner can 
also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3599. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



Callie Shosho , xh ?>$x*<0t® 

9/18/01 ^.^^■■r;" 



